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Lord Justice Robert Walker

I
Thelitigation

Thisis an gpped from an order of Laddie J made on 18 March 1997 in atrade mark case.
On 26 January 1989 Elvis Predey Enterprises Inc (Enterprises) of Memphis, Tennessee
made three applications to register trade marks under the Trade Marks Act 1938 (the
1938 Act). The numbers of the applications and the marks applied for were asfollows:

1371624 signature 'Elvis A. Predey’
1371627 ELVIS
1371637 ELVIS PRESLEY

Thefirgt of these has been referred to as the signature mark. All three applications were
for the same specification of goods, that is

"Toilet preparations, perfumes, eau de cologne; preparations for the hair and teeth; soaps,
bath and shower preparations; deodorants, antiperspirants and cosmetics; adl included in
Class 3."

The gpplications survived therr initia examination in the Patent Office and were
advertised in the officid journa on different dates between March and May 1991. On 27
December 1991 notices of opposition to al three applications were put in by Mr Sid
Shaw, who trades as 'Elvidy Yours and is registered proprietor of that trade mark for a
wide range of goods in Class 3. The notices stated six grounds of oppostion, including
lack of digtinctiveness and conflict with Mr Shaw's own mark. Mr Shaw's opposition led
to a hearing before the Regidrar, in the person of Mr M.J . Tuck as hearing officer. Ina
written decision dated 31 January 1996 Mr Tuck found that the grounds of opposition
were not made out, and did not think it appropriate to exercise the Registrar's discretion
to refuse regigtration. Mr Shaw gppeded to the High Court, where Laddie J dlowed his
appedl, and Enterprises in turn gppedls to this court.

1
Thelegidation

Before entering into the Judge's reasoning and the grounds of gpped it is necessary to
identify the relevant statutory provisons. Any gpplication to register atrade mark made
snce 31 October 1994 is determined under the Trade Marks Act 1994 (the 1994 Act). It
is not aconsolidating Act but was enacted to give effect to the Trade Marks Directive of
the Council of what was then the European Economic Community (1989/104/ EEC). The
1994 Act must be construed in accordance with its community originsand amsand it is
clear that it has made some important changesin the old law. The 1938 Act hasin
principle been repeded, but that is subject to the very important exception that under the



trangtiond provisonsin Schedule 3 to the 1994 Act, the 1938 Act continuesto apply to
pending applications for regigtration. So Enterprises applications have to be determined
under the 1938 Act but if they result in regigtration the marks will then be subject to the
provisions of the 1994 Act. One consequence of that is that as the new register has no
divison into Part A and Part B, the different testslaid down in the 1938 Act for
regidration in Part A and Part B respectively no longer have any useful purpose. For this
diminishing dass of pre- 1994 Act applications there are in effect two different entrance
examinations for admisson to the same indtitution. Before the 1994 Act the statutory law
asto regidration of trade marks had developed dowly but steadily since 1875, with the
Trade Marks Act 1905 (the 1905 Act), as amended, being consolidated by the 1938 Act.
Section 68 ( 1) of the 1968 Act contains some definitions which provide the best sarting-

point:

"mark” includes a device, brand, heading, labd, ticket, name, Sgnature, word, |etter,
numerd, or any combination thereof "trade mark” means| with an irrdlevant exception] a
mark used or proposed to be used in relation to goods for the purpose of indicating, or so
asto indicate, a connection in the course of trade between the goods and some person
having the right either as proprietor or as registered user of that mark, whether with or
without any indication of the identity of that person. ..

Apart from these definitions the crucid sections of the 1938 Act (replacing very smilar
provisonsin the 1905 Act) are sections 9, 10, 11 and 12 and they must be set out in full
(as amended by the Trade Marks (Amendment) Act 1984) : "Didtinctiveness requisite for
regidration in Part A

9. (1) Inorder for atrade mark ( other than a certification trade mark) to be registrable in
Part A of theregigter, it must contain or consist of at least one of the following essentia
particulars:

(8 the name of a.company, individud, or firm, represented in aspecid or particular
manner;

(b) the sgnature of the gpplicant for registration or some predecessor in his business,

(¢) an invented word or invented words,

(d) aword or words having no direct reference to the character or quality of the goods,
and not being according to its ordinary signification a geographica name or a surname;

(e) any other digtinctive mark, but a name, sgnature, or word or words, other than such as
fal within the descriptions in the foregoing paragraphs (a), (b), (¢) and ( d), shdl not be
registrable under the provisions of this paragraph except upon evidence of its
distinctiveness.

(2). For the purposes of this section "digtinctive' means adapted, in relation to the goods
in respect of which atrade mark is registered or proposed to be registered, to diginguish
goods with which the proprietor of the trade mark is or may be connected in the course of
trade from goods in the case of which no such connection subsists, either generdly or,
where the trade mark is registered or proposed to be registered subject to limitations, in
relation to use within the extent of the registration.



(3) In determining whether atrade mark is adapted to distinguish as aforesaid the tribuna
may have regard to the extent to which-

(8 the trade mark is inherently adapted to distinguish as aforesaid and

(b) by reason of the use of the trade mark or of any other circumstances, the trade mark is
in fact adapted to distinguish as aforesaid. Capability of distinguishing requisite for
regigration in Part B

10. (2) In order for atrade mark to be registrable in Part B of the register it must be
capable, in relation to the goods in respect-of which it is registered or proposed to be
registered, of distinguishing goods with which the proprietor of the trade mark is or may
be connected in the course of trade from goods in the case of which no such connection
subsists, either generaly or, where the trade mark is registered or proposed to be
registered subject to limitations, in relaion to use within the extent of the regigration.

(2) In determining whether atrade mark is capable of distinguishing as aforesaid the
tribunal may have regard to the extent to which-

(8 the trade mark isinherently cgpable of digtinguishing as aforesad; and

(b) by reason of the use of the trade mark or of any other circumstances, the trade mark is
in fact capable of distinguishing as aforesaid.

(3) A trade mark may be registered in Part B notwithstanding any registration in Part A in
the name of the same proprietor of the same trade mark or any part or parts thereof.

Prohibition of registration of deceptive, etc., matter

11. It shall not be lawful to register as atrade mark or part of atrade mark any matter the
use of which would, by reason of its being likely to deceive or cause confusion or
otherwise, be disentitled to protection in a court of justice, or would be contrary to law or
mordity , or any scandalous design.

Prohibition of registration of identical and resembling trade marks.

12. (1) Subject to the provisons of subsection (2) of this section, no trade mark shal be
registered in respect of any goods or description of goods thet isidentical with or nearly
resembles a mark belonging to a different proprietor and dready on the register in respect
of-

(8) the same goods,

(b) the same description of goods, or

(c) services or adescription of services which are associated with those goods or goods of
that description.

(2) In case of honest concurrent use, or of other specia circumstances which in the
opinion of the Court or the Registrar make it proper so to do, the Court or the Registrar
may permit the registration by more than one proprietor in respect of -

(8) the same goods,

(b) the same description of goods or

(c) goods and services or descriptions of goods and services which are associated with
each other, of marksthat areidentical or nearly resemble each other, subject to such
conditions and limitations, if any, asthe Court or Regidrar, as the case may be, may think



it right to impose,

(3) Where separate applications are made by different personsto be registered as
proprietors respectively of marks that are identical or nearly resemble each other, in
respect of --

(&) the same goods,

(b) the same description of goods, or

(¢) goods and services or descriptions of goods and services which are associated with
each other,

the Regigtrar may refuse to register any of them until their rights have been determined

by the Court, or have been settled by agreement in a manner approved by him or on an
appedal (which may be brought either to the Board of Trade or to the Court at the option of
the appellant) by the Board or the Court, as the case may be," Near resemblanceis
defined in s, 68(2B) in terms of "so near asto be likely to deceive or cause confusion,”

Section 14 of the 1938 Act provides that a disclaimer by the proprietor may be required,
as a condition of regigtration, where part of amark is not separately registered or where a
trade mark contained matter of anon-digtinctive character, Section 17(2) confers on the
Regigtrar a discretion of undefined scope to refuse an gpplication or to accept it
conditionally or unconditionaly, and by s. 52 the same discretion is on gpped exercissble
by the court.

Section 40 enables the Board of Trade to make ruesfor regulating practice under the
1938 Act. The rulesin force immediately before the coming into force of the 1994 Act (
and so part of the old law for the purposes of itstrangtiond provisions) were the Trade
Marks and Service Marks Rules 1986 (Sl 1986/1319). Rule 18 of those ruleswasin the
following terms,

"Where the name or representation of any person living or recently dead gppearson a
mark, the Registrar shall consder whether to refuse to accept an application for the
regidration of the mark unless the consent of that person or, as the case may be, hislegd
representativesisfiled.”

The hearing officer referred to Rule 18 and indicated that it had been complied within
the case of Enterprises gpplications. Without &t this stage going far into the case law on
the 1938 Act and its predecessors, | think it may be useful to mention one authority asto
how far the dusive qudity of diginctivenessis, in one way or another, arequisite of each
of the five paragraphs of s. 9(1). Fanfold's application ((1928) 45 RPC 199 Tomlin J, (
1928) 45 RPC 325 CA) was concerned with whether a stylised (but not heavily stylised)
representation of 'Fanfold Ltd' was distinctive for the purposes of s. 9 of the 1905 Act
(which was very amilar but not identical to s. 9 of the 1938 Act: it designated paragraphs
(8 to (e) as (1) to (5) respectively). The Registrar rejected the gpplication (which was for
paper forms, files and gationery) and his decision was upheld both by Tomlin Jand by
the Court of Apped. Mogt of the argument turned on what is now s. 9(1)(a) but the
section as awhole was aso considered. Tomlin J said at page 203,



"It isto be observed, that paragraph (2)[now(b)] dedls with signatures, and | think it may
be rightly said that a Sgnature is distinctive of the individud who sgns. Paragraph
(3)[now (c)] dedls with an invented word or words, and invented words are certainly
digtinctive."

He dso found the requirement implicit in paragraphs (1) and (4) (now (&) and (d)). The
Court of Apped reached the same conclusion. Lord Hanworth MR said at pp. 331- 2,

"In my judgement Tomlin J came to aright conclusion upon the meaning of section 9. |
think it does require that there should be ditinctiveness. Paragraphs (1), (2), (3) and ( 4)
do not expredy refer to digtinctiveness. Paragraph (5) says ' Any other digtinctive mark.'
The use of the word 'other' seems to be of importance. .....

That word 'distinctive’ does not find its place in paragraph (1); but | do .not think it is lost
from the whole section, for | think that section 9 must be read bearing in my mind the
reference which applies to the whole of the section and incorporates the definition of
‘digtinctiveness and aso the conjunctive effect of ‘any other distinctive mark’ whichis to
be found in paragraph (5)."

Lawrence LJ said at page 333,

"It isclear that every mark in order to condtitute a registrable trade mark must be capable
of digtinguishing the goods of a trader, but it appears to me unnecessary to consider the
guestion whether amark in order to come under paragraph ( 1) must be distinctive gpart
from the specid or particular manner in which it is represented, because the legidature
has assumed that, if represented in a gpecid or particular manner it would be digtinctive;
this| think appears clearly from the opening words of paragraph (5)."

The principle to be extracted from this caseis that digtinctivenessis dways required, but
that in a case which is shown to fal squarely within what is now paragraph (a), (b) or ( ¢)
of s.9(1), the requirement of digtinctivenesswill - a any rate in the norma case - be
satisfied without the need to show more. | shdl come back to distinctiveness, and the
other points of lega controversy, after considering the facts.

M1
Thefacts and factual issues

Mot of the materid facts are not in dispute. The following summary is gratefully taken
from the judgement of Laddie J, to which reference may be made for more detail. There
are some disputed issues of fact asto the scale and nature of the trading activities carried
on in this country at various times by Mr Shaw or by or in connection with Enterprises,
but none of these issues seems likely to be determinative of the matter. Mr Peter Prescott
QC ( appearing in this court, as he did before the Judge, but not before the Registrar, for
Enterprises) has conceded that his case on use under s. 9(3)(b) is not going to get him
home if he cannot make out his case on inherent distinctiveness. Thereis aso,
surprisingly, a disputed issue of fact as to the authenticity of the Sgnature mark which it

IS necessary to resolve.



Elvis Predey was born in Tupelo, Missssppi in 1935 and died in Memphis, T ennessee
in 1977. He gained great fame and riches as arock and roll singer and starred in many
films. His fame has endured since his degth and there are till devoted fans of hisin many
parts of the world. His house in Memphis, cdled Gracdand, is dtill a place of pilgrimage
for hisfans, and there they can buy awide range of souvenirs. Enterprisesis based at
Memphisand it runs Graceland. It carries on merchandising activities previoudy carried
on by or on behaf of Elvis Predey. Mr Shaw does not dispute that Enterprises should be
regarded as the successor to Elvis Predey's merchandising business. Mr Jack Soden (who
isthe chief executive officer of Enterprises, with which he has been associated since
1982) has made a statutory declaration referring to trade marks which Enterprises has for
many years used in the United States. The statutory declaration aso refers to some
trading activities under those marks carried on in the United Kingdom during the 1980's.
But the evidenceis very short on detail and Mr Prescott has conceded ( as already
mentioned) that it is not going to get him home under s. 9(3)(b). Mr Sid Shaw hashad a
varied career. A newspaper article which he has exhibited describes him as

"aformer kibbutznik, teacher, consulate officid and advertisng executive, Essex-
Universty-educated Shaw isfirst and foremost the consummeate sdesman.”

For the last 20 years of his career his activities have centred on Elvis Predey. He trades
through a company named Elvidy Y ours Limited but Mr Shaw persondly isthe
registered proprietor of the trade mark ELVISLY Y OURS which (in a cursive script with
an daborate E and Y) is registered for awide specification of goodsin class 3, but
limited (as the applications by Enterprises are not limited) to goods relating to Elvis
Predey. Mr Shaw' s gpplication for his trade mark was made on 17 November 1987. Mr
Shaw's company makes wholesale and retail supplies of arange of goods, al somehow
related to Elvis Predey, to customersin this country and oversess. It dso publishesa
magazine, Elvidy Yours, for Elvis Predey fans. The company did at one time supply
goodsfor sde a Gracdand itsdf, but Mr Shaw and Enterprises no longer enjoy an
amicable relaionship. There has been litigation between them in the United States
resulting in an injunction againgt Mr Shaw and his company.

Mr Shaw himself has made statutory declarations as to the scope and scae of histrading
activities, under the Elvidy Y ours trade mark, in this country .The hearing officer
recorded the evidence in Mr Shaw' s statutory declarations and concluded that he had to
accept it and giveit such weight as it deserved (he put it that way because an application
was made to him for cross-examination of Mr Shaw, who was gppearing in person, but it
was not pressed when it became apparent that Mr Soden was not available for cross-
examination). The Judge found the evidence of use by Enterprisesin the United Kingdom
to be incgpable of asssting it. He did not find it necessary to go into the issues of fact as
to trading by Mr Shaw. Before this court Mr Prescott made some fairly tdlling criticiams
of Mr Shaw's evidence asto histrading activities. N nevertheess | am satisfied that Mr
Shaw and his company have traded under the Elvidy Y ours mark on asignificant scae
since 1980 at latest, and in tailetries (including soap, on which Mr Prescott concentrated)
since 1986.



No evidence of deception or of actua confusion was adduced by either sde. So far asthe
evidence goes, there is no reason not to accept the Judge's observation

"that athough Mr Shaw has sold millions of pounds worth of memorabilia bearing the
name of Elvisor Elvis Predey over thelast 18 or S0 years, it has not been suggested that
anyone has ever thought they emanated from Enterprises’.

On the contrary , occasond referencesin the Elvidy Y ours magazine to disputes
between Mr Shaw and Enterprises suggest that Elvis Predey fansin this country who
read the magazine would be well aware of the true sate of affairs. The Court gave leave
to Enterprises to adduce further evidence as to the names of well-known persons or
fictiond characters which have been registered as trade marks in recent years. But the
court has not derived any red assstance from that evidence in deciding the issues on this
apped. There remains the curious issue of the authenticity of the signature. The Signature
mark 'Elvis A Predey' isin acurgve and rather irregular (but nevertheless legible) script.
It does not appear to have any close resemblance to any of the different signatures which
appear on the range of products shown in the exhibits. Indeed, none of the Signatures on
products appears to bein the form 'Elvis A Predey'.

We were told on ingtructions that Enterprises dready has a Sgnature mark (in the same
form asthat in application no.1371624) registered for goods of different specifications,
and that when those earlier gpplications were made an affidavit dated 13 August 1984 as
to the authenticity of the Sgnature mark was sworn by a Mr Hanks (an American
accountant and one of Elvis Predey's executors) and lodged with the Registrar. When
application no.1371624 was made there was correspondence between the Registrar and
the trade mark agents acting for Enterprises, and the outcome was that the Registrar did
not cal for anew affidavit. The notice of opposition by Mr Shaw did not expresdy take
any point on authenticity , but the counter statement on behdf of Enterprises stated in

paragraph 2,

"The mark isthe sgnature of the late Elvis A.Predey and fully satifiesthe
digtinctiveness and other requirements of the Act. "

It gppears that before the hearing officer Mr Shaw merely pointed out that the signature
mark was sgnificantly different from what gppeared on the exhibited merchandise.
Before the Judge the matter was taken rather further and Mr Prescott applied for leave to
adduce as further evidence the affidavit of Mr Hanks. The Judge refused leave in a short
extemporary judgement. No transcript of it is available, but counsdl agree that the Judge's
reasons were that the affidavit was not open to public ingpection, that it had not been
referred to before the hearing officer, and that it would therefore be unfair to Mr Shaw to
let it in on goped. The Judge made no finding asto the authenticity of the sgnature.
Enterprises did not seek to appeal againgt the Judge's ruling on evidence, ether a once or
after judgement (since the decision againg dl the marks was based on different and wider
grounds) but Mr Shaw has now raised that issue in his respondent's notice. Mr Prescott
renewed his gpplication to this court to let in the affidavit but we declined to do so.



We mugt therefore put out of our minds the existence of Mr Hanks affidavit. The passage
in the statutory declaration of Mr Soden on which Mr Prescott rdlies ("items which were
sold and continue to be sold under the trademarks Elvis Predey sgnature and the Elvis
A.Predey sgnature, the subject of the present gpplication”) seemsto me of amost
negligible probative vaue. Mr Prescott adso relies on the genera presumption that things
have been done vdidly and properly, rather than the reverse, and the inherent
improbability that for no discernible reason Enterprises would seek to register aforgery
rather than a genuine sgnature. Had the authenticity of the Sgnature been an issue from
the outset, and had Mr Shaw been in a position to put forward any sort of positive case
againg authenticity ( gpart from pointing to the variation between different sgnatures) |
would have felt bound to conclude that Enterprises had not discharged the burden of
proof which lieson it. But in dl the circumstances of this case | would hold thet
Enterprises can, dbeit by anarrow margin, succeed on the issue of authenticity by
reliance on the presumption, the probabilities and the confirmation, tenuous though it is,
provided by Mr Soden.

| must dso refer to a difference in terminonology which was indicative of a difference of
principle between the parties. Both sides put in evidence of the type of goods which have
been sold, or are currently sold, by Enterprises and Mr Shaw's company respectively. Mr
Soden exhibited a publication caled 'Elvis Collectibles which is described as"an
identification and vaue guide to hundreds of pieces of memorabiliafor the most

promoted celebrity of them al.” He aso e-exhibited pictures of some of the goods sold
through an outlet (now closed) which Enterprises had in England. Mr Shaw has exhibited
severd copies of the magazine 'Elvidy Yours, which contain numerous advertisements
for his company's goods. The 'Elvidy Yours products cover what is, in terms of
specifications for trade mark purposes, quite awide range: magazines, calendars, framed
and unframed pictures, mugs, T -shirts, soap, cheap jewd lery , pennants, rosettes, and so
on. Some of these items are described in the magazines as 'memorabilia or' collectibles
.Goods of the same type gppear in Mr Soden' s exhibits and he says of them,

"These products are, in some ingtances, souvenirs or memorabilia of Elvis Predey, and in
other ingtances, commercial consumer items.”

Mr Soden then referred (in terms which | have dready quoted) to trade marks. He sought
to identify the trade marks with commercid consumer items, and particularly with items
such as soap or cologne which diminish and disappear with use.

The Judge seems to have been disinclined to accept any sharp distinction between
'memorabilia and commercia consumer goods. The judgement refers to "the wide range
of products sold as Elvis Predey memorabilid' and contains severd other referencesto
memorabilia, mementoes and souvenirs. | think the Judge was right not to accept any
sharp digtinction. The consumer isalabe which economists use to digtinguish the
eventud end- purchaser from the producer, but it is not essentia that consumer goods
should be useful, or thet they should have a predictably short life. | think the Judge was
right to conclude that dl these products, including the sogp and the cologne, were being
marketed primarily on the strength of their bearing the name or image of Elvis Predey.



The Judge did not go so far asto say that the redl product was Elvis Predey himsdlf, but
that thought seems to have been not far below the surface of the Judge's reasoning on
digtinctiveness.

AV
Distinctiveness

In relaion to al three gpplications the Judge alowed the appeds on grounds related to
distinctiveness or capability of distinguishing under ss9 and 10 of the 1938 Act. He dedit
only briefly with ss. 11 and 12 but indicated that Enterprises would fail under those
sections dso. In his judgement the Judge said,

"The digtinctiveness addressed by the Act is not aquality of the mark which exigsina
vacuum. It isaparticular type of digtinctiveness, namely the ability to digtinguish the
proprietor's goods from the same or smilar goods marketed by someone else.

The more a proposed mark aludes to the character, quaity or non-origin attributes of the
goods on which it is used or proposed to be used, the lower itsinherent digtinctiveness.”

In Re Joseph Grosfield and associated cases [1910] 1 Ch 130, 145 (1909) 26 RPC 837 ,
857 Hetcher Moulton LJ said that it was afdlacy to assume any "natura and innate
antagonism between distinctive and descriptive as gpplied to words." Neverthelessthe
authorities show that one of the most common reasons for failure on the ground of lack of
diginctivenessisif amark is descriptive of the goods on whichiit isto be used. Lord
Simonds LC said in Copper Works application (1953) 71 RPC 150,153,

"Paradoxicaly perhaps, the more agpt aword to describe the goods of a manufacturer, the
less gpt it isto digtinguish them: for aword that is apt to describe the goods of A, islikely
to be apt to describe the smilar goods of B."

One familiar example is 'Shredded Whest' (see Canadian Shredded Wheat v Kellagg
(1938) 55 RPC 125; Shredded Wheat v Kellagg (1940) 57 RPC 137). Another example,
much discussed before the Judge and in this court, is the Tarzan trade mark case [1970]
RPC 450. The essentid facts are well surnmarised in the headnote,

"Tarzan, awdl-known fictitious character with exceptiona physical attributes, was
crested by an American writer of adventure stories and was later portrayed in films. The
goplicants, an American company who were exclusively entitled to produce films,

records and merchandise centred on the character Tarzan, applied to register the word
TARZAN in class 9 in respect of films and magnetic tape recordingsand in class 28 in
respect of games, toys, playthings, and gymnastics and sporting articles. The Registrar
refused to register the mark on the grounds that TARZAN was not an invented word, that
it had a direct reference to the character and quality of goods and that it was not
digtinctive. An gpped to the High Court was dismissed and the gpplicants gppeded
further to the Court of Apped.”



This court dismissed the apped. So far as the gpplicantsrdied on s. 9 (1)(c) , they falled
because Tarzan ' could no longer be regarded as an invented word. It had passed into the
language. In reaching that conclusion the court followed Halt's trade mark ( 1896) 13
RPC 118 inwhich Lindley LJ said of Trilby' (at page 121)

"It may have been once an invented word ...but it long ago became too well-known to fall
under that head.”

That point does not arise in this case: it is common ground thet Elvisis not an invented
word but is ( or was until Elvis Predey achieved world-wide fame) afairly unusud first

or given name. However the grounds on which the Tarzan application was rgjected under
S. 9(1)(d) arein point. In rdation to films (in class 9) the word Tarzan was held not to be
registrable because it referred directly to the subject-matter of the film (‘and would have
been deceptive had it not done so: see the observations of Salmon LJ at pp 454 and 456,
Edmund Davies LJ at pp. 458- 9, and Cross LJ at page 460). The decison in reation to
games, toys, etc. (in class 28) seemsless clear and indeed Edmund-Davies LJ (at page
459) described it as not so straightforward. It seems to have turned (see at pp. 457 and
459) on the gpplicants own evidence that the merchandise was "centred on" the character
of Tarzan. Mr Soden's evidence, by contrast, seeks to distinguish between the
memorabilia (which are clearly centred on the persondity of Elvis Predey) and what Mr
Soden calls 'commercia consumer Items.

Descriptiveness of the goodsin question is not the only way in which a proposed trade
mark may fail in terms of didtinctiveness. It may fall smply becauseit istoo

commonplace, such as a surname ( with or without an added first name) of fairly frequent
occurrence. The court's gpproach 80 years ago appears from Re Burford's application
[1919] 2 Ch 28, (1919) 36 RPC 139, in which the dissenting judgement of Scrutton LJis
particularly illuminating. Since then the practice of the Patent Office has devel oped and
there are now quite eaborate rules, set out in the Registry Work Manual, which act asa
guide to examiners but do not have the force of law. The officid practice of referring to
telephone directories (as a guide to the frequency of surnames) continues but that of
objecting to women'sfirst names for cosmetics (mentioned by the Judge) has, it seems,
been abandoned (see an article by Debrett Lyonsin [1997] 10 EIPR 613, 615). The Work
Manud is an impressive demongtration that a measure of uniformity can be introduced
into the assessment of digtinctiveness (which a first sght might ssem to be avery
subjective matter). However in case of objections being made and rights of apped being
exercised the hearing officer and the court must make up their own minds ( dthough with
the view of the hearing officer, who will usudly have great experience in these metters,
being given agood dedl of weight: see for instance Lord Wright in Re J & p Coats,
application (1936) 53 RPC 355,375).

The two main obstacles to distinctiveness -being too descriptive and being too
commonplace -come together in the very well-known statement in the speech of Lord
Parker in Registrar of Trade Marksv W& G Du Cros [1913] AC 624,634 -5



"“In my opinion, in order to determine whether amark is digtinctive it must be consdered
quite gpart from the effects of regigration. The question, therefore, is whether the mark
itsdlf, if used as atrade mark, islikely to become actudly distinctive of the goods of the
person so using it. The goplicant for registration in effect says, "'l intend to use this mark
asatrade mark, i.e,, for the purpose of distinguishing my goods from the goods of other
persons,” and the Regigtrar or the Court has to determine before the mark be admitted to
registration whether it is of such akind that the applicant, quite apart from the effects of
regigration, islikely or unlikely to atain the object he hasin view. The applicant's

chance of successin this respect mugt, | think, largely depend upon whether other traders
arelikely, in the ordinary course of their business and without any improper motive, to
desire to use the same mark, or some mark nearly resembling it, upon or in connection
with their own goods. It is gpparent from the history of trade marksin this country thet
both the Legidature and the Courts have dways shown anatura disinclination to alow
any person to obtain by regigtration under the Trade Marks Acts amonopoly in what
others may legitimately desireto use™

This passage is a convenient summary of acomplex point but it isimportant ( and will be
even more important in cases under the 1994 Act) not to attempt to congtrueit asif it
were an Act of Parliament. In particular, the reference to what other traders might
legitimately wish to use does to some extent beg the question. The law of trade marksis
inevitably technica and what is or is not legitimate cannot dways be determined smply a
matter of ingtinct or conscience. That is particularly the case where trade mark law
overlaps with the practice of character merchandising.

\%
Character merchandising

Both sdesreferred in their written and ora submissions to character merchandisng. We
were referred to several recent cases (both in this country and in Australia) and to articles
in academic publications and in the trade press. Character merchandising has been big
busnessfor a least 30 years. Aslong ago as 1977 the Whitford Committee considered,
but did not regard as feasible, the introduction of anew' character right , which would fill
aperceived gap between the law of copyright and that of passing off.

Thetraditiond attitude of the English court to clams of that sort appears clearly from the
judgement of Wynn-Parry Jin McCulloch v May [1947] 2 AER 845, 851, the casein
which 'Uncle Mac' of BBC's Children's Hour sued the digtributors of 'Uncle Mac's Puffed
Wheat,'

"On the postulate thet the plaintiff is not engaged in any degree in producing or
marketing puffed whegt, how can the defendant, in using the fancy name used by the
plantiff, be said to be passing off the goods or the business of the plaintiff ?1 am utterly
unable to see any eement of passing off in thiscase. If it were anything, it were libel, as
to which | say nothing. Passing off, in my judgement, it certainly isnaot. If | wereto
accede to the plaintiff'sclam | should, as| seeit, not merely be extending quite



unjudtifiably the scope of the action of passing off, but | should be establishing an
entirdy new remedy, and that | am quite unprepared to do"

The reference to libel was of course an echo of Tolley v Fry [1931] A.C. 333, but Mr
Tolley's defamation action was founded on the fact that he was an amateur golfer, not a
professond. Nearly 20 years later Walton J granted an interlocutory injunction to
restrain passing-off in Tavener Rutledge v Trexgpam [1975] FSR 479, the
Kojakpops/Kojak Loallies case. In that case it was the plaintiff which had the goodwill in
its brand of lollipops, but the defendant which had alicence ultimately derived from
Universd City Studios, Cdifornia, the owners of rightsto the televison series 'Kojak'.
Wadton Jtook the view (at pp. 483 -4) that there was no common fidd of activity, that is
no intersection between the production of films and the production of lollipops. He
referred (at page 485) to the business of character merchandising as being well
established and to the defendant's argument that its licence was a defence since members
of the public would assume that the plaintiff s Kojakpops had been licensed by the owner
of therightsin the tlevison series. Walton J rgjected that argument as not established by
the evidence. He said (at page 485),

" think that it isagood long way off, if it ever does arise, but there may come atime
when the system of character merchandising will have become so well known to the man
in the Street that immediately he sees 'K gjakpops he will say to himsdf: They must have
alicence from the person who owns therightsin the televison series.”

But even that, Waton J said, would be insufficient, as the defendant would dso have to
show that the generd public would assume that the licensor had a system of qudity
control, so that the use of the celebrity name would be a guarantee of qudlity . Inthe
following year in Lyngstad v Anabas Products [1997] FSR 62 Oliver Jrefused an
interlocutory injunction to the pop group Abba who were complaining of unlicensed sdes
of .transfers and badges depicting the group. He referred to the decision of the High
Court of New South Waesin Henderson v Radio Corp [1969] RPC 218, in which the
decison in Mc Culloch v May was heavily criticised. Oliver J (at page 67) thought that
might be

"to some extent based on a misconception of what Wynn-Parry Jwas sayingin
McCulloch v May. The expresson "common field of activity" isnat, | think, aterm of
art, but merdly a convenient shorthand term for indicating what the High Court of
Audrdiaitsef recognised, that isto say, the need for ared possibility of confusion,
which isthe basis of the action.”

In the case before him Oliver Jwas not satisfied on the evidence that there was a red
possibility of confusion. He said at pp. 67 -8,

"I do not think that anyone reading the advertisements of which complaint is made or
indeed receiving the goods described in them could reasonably imagine thet al the pop
dars named in the advertisements were giving their gpprovd to the goods offered or that



the defendants were doing anything more than catering to a popular demand among
teenagers for effigies of their idols"

Character merchandising was considered by the House of Lords for the first timein Re
American Greetings Corporation's gpplication [1984] 1 WLR 189, the 'Holly Hobbie
case. That was a trade mark case (unlike the authorities mentioned above) and it was
concerned with "trafficking” under s. 28( 6) of the 1938 Act ( apoint not taken at any
gtage in the present case). Thereis a gtriking difference between the speeches of Lord
Bridge (who concurred in the result with undisguised reluctance) and Lord Brightman
(with whom the rest of the House agreed). Lord Bridge said at page 192,

"It will be bad enough, in my view, that the whole field of character merchandising will
now be wide open to piracy. The protection, if any, of the origind inventor of the
character will lie in the uncertain remedy of a passing off action. This Stuation seems
likely to generate a mass of difficult and expensive litigation which cannot bein the

public interest. In short, though | can find no escape from section 28( 6) of the Act of
1938, | do not hesitate to express my opinion that it has become a complete anachronism
and that the sooner it is repealed the better. ™

Lord Brightman' s view, dthough not positively hogtile to character merchandising, was
notably less tender (at page 197),

"For my part, | am quite prepared to accept that character merchandising, in the sense of
the exploitation of the reputation of famous marks by making them available to awide
variety of products, has become a widespread trading practice on both sides of the
Atlantic. It may wdll be that it is perfectly harmless and in most cases probably deceives
nobody. These congderations do not, however, help to decide what Parliament intended
by trafficking in trade marks or justify placing a gloss on the meaning to be attributed to
that expresson.”

Those cases (and some later casesin Audtrdia) were the background to the Teenage
Mutant Ninja Turtles case, Mirage Studios v Counter-Feat Clothing [1991] FSR 145, a
decison of Sir Nicolas Browne-Wilkinson V-C. The Vice-Chancdllor granted an
interlocutory injunction to restrain the defendants from licenaing the use of drawings of
turtle characters which copied the concept of the Ninja Turtles cartoon characters rather
than being exact or nearly exact copies. The defendants had no licence from the plaintiffs,
who owned the copyright in the Ninjaturtles cartoon. The plaintiffs aleged copyright
infringement as well as passng-off. The Vice-Chancdlor held (at page 154) that there
was an arguable case of copyright infringement. He dso held, after afairly full
examination of the authorities, that there was an arguable case in passing off. It is
important to note that those two conclusions were closdly linked. After referring to the
Abba case the Vice-Chancellor said at page 158,

"l do not find anything in that case inconggtent with the Audtralian cases. Again, it was
concerned with licenaing rights in aname as opposed to licensing rights in whet is
undoubtedly copyright materid. It may be that different factors apply in such acase,



though those cases may, given the change in trading habits, require reconsideration on a
future occasion if the evidence before the court is different. In my judgement the three
English cases [Wambles v Wamble Skips[ 1977] RPC 99, Kojak and Abba] do not touch
on a case such as the present where the plaintiff clearly has copyright in the drawings and
isin busness on alarge scde in this country in licensing the use of the copyright in those
drawings. | can see no reason why, in those circumstances, the defendants should be
alowed to misrepresent his goods in that way."

Laddie J described the Vice-Chancellor's judgement as an extemporary judgement on an
interlocutory application, which it was, but the hearing lasted three days and the
judgement is, in my respectful view, very clear and convincing. It does not give agreen
light to extravagant claims based on any unauthorised use of a celebrity's name, but
meakes clear ( especialy in the passage which | have just quoted) the rdetivey limited
scope of the principle on which it proceeds.

However this gpped is not an gppropriate occasion on which to attempt to define
precisay how far the law of passing off has developed in response to the growth of
character merchandising, dtill less to express views as to how much further it should
develop or in what direction. This apped is concerned solely with trade mark law and
athough | have (out of deference to the interesting submissions made to us) gone through
some of the principa authorities concerned with character merchandising which were
cited to us, they are rdlevant to the gppedl only so far asthey affect either (i)
digtinctiveness and digtinguishing under ss. 9 and 10 of the 1938 Act or (i) deceptiveness
or confusion under ss. 11 and 12. | did not find it easy to see exactly how the character
merchandising cases were said to fit into counsd's arguments on ss. 9 -12, and | may
have overlooked some of the refinements of the arguments. But Mr Prescott relied on the
cases principaly in order (i) to suggest that the Tarzan decison must be redtricted to its
gpecid facts (afictitious character whose name had once been an invented word) and is
no longer (if it ever was) of wide sgnificance and (ii) to suggest that the Judge
misapplied Lord Parker'stest in W & G du Cros, because other traders could not
legitimately wish to use the names Elvis and Elvis Predey. Therefore, Mr Prescott said,
the Judge was wrong to conclude that the ELVIS and ELVIS PRESLEY marks have very
little inherent digtinctiveness.

In hiswritten and ord submissons Mr Prescott enlarged on these basic points. He argued
that the law has now evolved to the sage where there isagenerd rule that a trader may
not make unauthorised use of the name of a celéebrity in order to sdll his own goods. He
expressed the rule primarily in terms of aliving celebrity, but argued that the deeth of
Elvis Predey does not matter in view of his abiding fame and Enterprises unchalenged
dtatus as his successor. Mr Prescott alowed some exceptions to the rule ( comparable,
dthough he did not put it like that, to the doctrine of ‘fair deding’ in the law of copyright
infringement) such as the publication (without copyright infringement) of portrait
photographs or biographica materid. He mentioned the Abba case as an example faling
within the exceptions. But (in the words of Mr Prescott's written submissions)



"those ingtances -the "product’ isredly text or other information about the celebrity -are
remote from the present case. We are concerned with consumable commercid itemslike
soap, toothpaste and perfume, the genera case.”

In the generd case, Mr Prescott submitted, to use the name of aliving celebrity for the
purpose of sdlling a consumable commercid item implies authority, and therefore
endorsement, by that person. He said that as a matter of everyday experience, reputable
traders do not use the name of aliving person in connection with their merchandise
without obtaining authority .That had been amatter of judicial notice for 70 years, he
sad, with areferenceto Tolley v Fry. (But, as| have dready noted, it was an essentid
part of Mr Tolley's case that he was an amateur in days when the distinction between
amateur and professional sportsmen was Hill very important. That brings out one of many
paradoxical fegtures of this case, that some celebrities wish to prevent ‘appropriation of
persondity’ as ameans of defending their privacy; others wish to prevent unauthorised
appropriation so as to secure a monopoly of commercia exploitation of their names,
images and fame. The British Code of Advertising Practice evidently manages to cover
both extremes. see Frazer, Appropriation of Personality -A New Tort ?(1983) 99 LOR
281,282.)

Mr Prescott dso relied on an assartion of the same generd role in his submissons on ss.
11 and 12. Enterprises was, he said, the undisputed successor to the rights which Elvis
Predey had: how could there be any deception or confusion in Enterprises using for its
trading purposes names which are so readily recognised as referring to the world-famous
singer whaose rights now belong to Enterprises ?

Mr Meade challenged dmost al these submissions. He described it as a bold contention
that in any case of use of awdl-known name (whether the name was that of an individua
celebrity , living or dead, or afictiona character) there was universd or generd public
assumption that use of the name must have been franchised. (In some cases there will be
afurther twist asto whether the celebrity isred or fictiona, or a mixture of the two:

Kojak was played by one well-known actor but James Bond by at least three; Mr Paul
Hogan was well-known for commercids on Audrdian televison before he played
Crocodile Dundee. But it is unnecessary to pursue that here)) Mr Meade said that any
such assumption must be proved by evidence appropriate to the particular case, and could
not be established by citation of what had been said in other cases on different facts (and
he referred to Lord Oliver's observation in the Jif Lemon case, Reckitt & Colman
Products v Borden [1990] RPC 341, 406, that in this branch of the law reference to other
casesisnot of any red assstance except analogicaly).

Mr Meade submitted that the Judge was right to conclude that the ELVIS and ELVIS
PRESLEY marks have very little inherent distinctiveness, especidly when gpplied to
goods which are sold as memorabilia of Elvis Predey, or when gpplied to goods as
decoration. He described Elvis Predey as having become an important part of popular
culture whose name and image other traders might legitimately wish to make use of. T o
the paradox which Mr Prescott put in the forefront of his submissions -



"Can it be the law that the more famous a man becomes, the harder it will be for him to
register his name as a trade mark in respect of goodsin which he intends to trade 7'

-Mr Meade would give an affirmative answer, subject to the important quaification that
the answer gpplied to goods sold (in the Judge's words) as''memorabilia and mementoes’
of Elvis Predey and in circumstances where the average purchaser "is buying alikeness,
not a product from a particular source." Asto Mr Prescott's submissonson ss. 11 and 12,
Mr Meade said that Enterprises could not ( any more than the defendant in the Kojak
passing-off case could) rely on atitle derived from the owners of other intellectua

property rights which were not being infringed. Enterprises had, Mr Meade said, failed to
educate the British public that Elvis and Elvis Predey were being used by Enterprises and
its licensees in atrade mark sense.

Vi
Thejudgement of LaddieJ

The views of the Regigtrar (in the person of the hearing officer) are entitled to respect.
But s0 dso arethe views of Laddie J, ajudge of great experience (at the bar and on the
bench) inintellectua property matters. | intend no disrespect to the hearing officer if |
concentrate on the judgement immediately under apped.

| have dready referred to many important passages in the judgement but it may be
helpful to outline its generd shape and identify the crucid parts of the Judge's reasoning
and conclusions. The judgement begins with the uncontroversd facts and some
observations about names not generdly being subjects of ownership, whether by way of
copyright or otherwise. The Judge referred to the replacement of the 1938 Act by the
1994 Act and to the disappearance of the distinction between Part A and Part B
registrations. Then he discussed and reached conclusions on the three marksin turn,
athough naturaly enough he devoted most space to the first mark which he considered,
the ELVIS mark ( applied for under s. 9). He then dedlt much more briefly with the
ELVIS PRESLEY mark (gpplied for under s. 10). Findly he dedt with the sgnature
mark (applied for under s. 9).

He concluded that none of the marks merited regigtration because al were lacking in
sufficient inherent distinctiveness to succeed without evidence of factud distinctiveness
(which, as Mr Prescott concedes, was not there). The Judge did not discuss ss 11 and 12
inrelation to the ELVIS and ELVIS PRESLEY marks beyond the brief comment that he
would have difficulty seeing how Mr Shaw's extensive use of his registered mark could
fall to giveriseto an objection. He did consder ss. 11 and 12 in relation to the Signature
mark and concluded that its smilarity to Mr Shaw's mark would be likely to giveriseto
deception or confusion and so congtituted a further obstacle to regigration. In my
judgement the Judge was right to conclude that the ELVIS mark has very little inherent
digtinctiveness. That conclusion was reached by a number of intermediate steps, one of
which was the Judge's finding that members of the public purchase Elvis Predey
merchandise not because it comes from a particular source, but because it carries the
name or image of Elvis Predey. Indeed the Judge came close to finding (athough he did



not in terms find) that for goods of the sort advertised by Elvidy Y ours (or by Enterprises
in the United States) the commemoration of the late Elvis Predey is the product, and the
article on which his name or image appears (whether a poster, a pennant, amug or a
piece of soap) islittle more than avehicle. | consder that the Judge wasright to treet dl
these goods as memorabilia or mementoes, and not to trest some as being in a different
class of consumable commercia goods. (On any view, of course, these categories cut
across the statutory classes of goods. ) Given that conclusion, and given that the Tarzan
decison was binding on him (asit is on this court) the Judges find concluson asto very
low inherent distinctiveness followed almost inevitably, and factud distinctivenessis no
longer asserted. | fee more doubt about the Judge's clear but not fully reasoned view that
the ELVIS mark would aso have failed under ss 11 and 12. The hearing officer said that
Mr Shaw's Elvidy Y ours mark

"isin my view aclever invention a sort of mock vaediction. | have no evidence before
me as to how the public would view these marks, but my own reaction to them istheat the
opponents mark draws specid attention to itself and this would serve to reduce any
possibility of confusion.”

| am inclined to agree with that view, and it derives some support from the point (made
by Mr Meade himsdf, for another purpose) that there is no positive evidence of any

actua confusion during the period of 20 years when both sides have been trading.
However as| think the Judge was right about distinctiveness it is not necessary to express
afina view on the aternative ground of objection. The Judge then dedlt with the ELVIS
PRESLEY mark quite briefly, and largely by reference to the explanation of s. 10 of the
1938 Act and Part B regigrations in Kerly, Law of Trade Marks and Trade Names, 12th
ed. paragraphs 8 - 74 to 8 - 76. The most relevant point isin paragraph 8-74,

"[The 1938 Act] faced the Registry and the courts with the need to define registrability

for new and newish marks. Here asort of rule of thumb isavailable: to ask whether the
mark isone ariva trader would want to use in referring to his goods [ with areference to
Always|[ 1986] RPC 93] and if so, whether it has gone too far towards distinctiveness for
an honest rival to do so 7'

The ELVISPRESLEY mark differed from the ELVIS mark by the addition of anot
particularly common surname. Had it been amost any other surname (1 except Costello)
it would have made the mark more distinctive in the trade mark sense. But in this caseiit
smply confirmed the descriptive character of the mark. In those circumstances | think the
Judge was bound to come to the same conclusion about the ELVIS PRESLEY mark,
despite that application being for Part B regisiration. The Judge might aso have exercised
some element of discretion under s. 17 s0 as not to grant registration under the less
demanding test in s. 10 when the effect (under the trangtional regime of the 1994 Act)
would have been precisdy the same asif the mark had passed the more demanding test in
s. 9. But thereis no indication that that contributed to the Judge's decision and | need say
no more about it.



Finaly the Judge consdered the signature mark (without, as | have noted, reaching any
concluson asto its authenticity). He set out and discussed the structure of s. 9( 1) of the
1938 Act and said,

"Although the Registry and the court mugt start from the premise that Sgnatures are
primafacie distinctive, they are not inevitably 0. .. Someone. ..may adopt a Sgnature
which conggts of his surname spelt out in precise capitas or in a perfect script which is
indigtinguishable from, say, Times Roman font. Such writings, though sgnatures, would
be indigtinguishable from the printed form of the name and, it seems to me, would not be
digtinctive"

The presumption mentioned & the beginning of that passage isin line with what Tomlin J
said, and this court seems to have gpproved, in Fanfold. But the example given by the
Judge is avery extreme case - S0 extreme that the court might smply decline to treat the
mark asadgnature a dl. The 'Elvis A Predey’ Sgnature mark is miles away from that
and | congder that the Judge was wrong, especidly in the light of Fanfold, to conclude
that the signature mark was not digtinctive under s. 9(1)(b). However | agree with the
Judge's dternative ground of decison under ss. 11 and 12. Mr Shaw's registered Elvidy
Yours mark isin acursive script with a Greek E which (while more regular and more
florid) bears at least some resemblance to the Greek E at the beginning of the ElvisA
Predey sgnature. The test as explained in Pianotist's application (1906) 23 RPC 774 and
Smith Hayden's application (1946) 63 RPC 97 iswhether, if the two rival marks are used
in afar and norma manner, the court is satisfied thet there is no reasonable likelihood of
deception or confusion being caused to a substantial number of members of the public.
For this purpose the public isto be regarded as ordinary persons, neither specidly careful
nor specidly cardess, who would be in the market as possible purchaser of the goodsin
question. The burden of proof is on the applicant for the later regidtration.

The hearing officer consdered dl three marks together in relation to ss. 11 and 12 in turn,
and concluded that there was no valid objection to any of them as regards deception or
confusion. | have dready indicated that | am inclined to agree with thisview in relaion

to theword marks ELVIS and ELVIS PRESLEY . But the signature mark appearsto me
to cal for separate condderation, because itsimpact is more visud and it and Mr Shaw' s
mark share a cursive script. It isvery much amatter of impresson, on which lengthy
reasons are ingppropriate. | prefer the Judge's view on this point.

| would therefore dismiss the gppedl in respect of dl three applications.
Lord Justice Morritt

Elvis Predey, the exceptionaly well known rock and roll singer, died in 1977 aged 42.
Both during hislifetime and after his degth a trade in souvenirs, memorabiliaand

consumer items associated with his name and memory was carried on in the United States
and e sawhere under the name or mark of ELVIS or ELVIS PRESLEY by the appdlant
Elvis Predey Enterprises Inc. ("EPEI") from 1956 to 1977 and from 1982 to the present
and by the etate of Elvis Predey from 1977 to 1982. On 17th November 1987 the



respondent Sid David Shaw applied, pursuant to Trade Marks Act 1938, to register in the
United Kingdom the mark ELVISLY Y OURS in respect of toiletries (class 3 goods) "dl
relating to the late Elvis Predey". On 25th January 1989 EPEI made comparable
goplications in respect of toiletriesincluded in class 3 but not limited to those relaing to
the late Elvis Predey for the registration of three separate marks, namely a manuscript
reproduction of ELVIS A PRESLEY ("the Sgnature Mark™), the name in plain block
capitas EL VIS and the namesin plain block capitas ELVIS PRESLEY .

On 6th December 1990 the mark ELVISLY Y OURS was duly registered in the name of
Mr Shaw. In June and December 1991 Mr Shaw gave notice of his oppostion to the
gpplications of EPEI. On 31t January 1996 the Registrar dismissed Mr Shaw's
opposition. Mr Shaw appealed to the High Court pursuant to s.18(6) Trade Marks Act
1938. By his order made on 18th March 1997 Laddie J alowed Mr Shaw's appedl and
directed the Regigtrar to refuse EPEI's gpplications. Thisisthe apped of EPEI from the
order of Laddie J. The circumstances relevant to this apped have been fully described by
Robert Walker LJ .| gratefully adopt his account of them. The issues for our

detd 1nination fal into two broad categories, namdy digtinctiveness and the likelihood of
confuson. Such issues arisein respect of three marks which, though smilar to each

other, are not the same. It is therefore necessary to give separate consideration to each
mark in respect of each issue.

Distinctiveness

A "trade mark", as defined by s.68(1) the Trade Marks Act 1938, is"...amark used or
proposed to be used in relation to goods for the purpose of indicating, or so asto indicate,
a connection in the course of trade between the goods and some person having the right
either as proprietor or as registered user to use the mark, whether with or without any
indication of the identity of that person, ..." Thusit is an essentid feature of atrade mark
that it should indicate a connection in the course of trade between the goods in respect of
which it isregistered and the person having the right to use the mark. A trade mark must
indicate the source of the goods not their type or quality . A mark, in order to indicate the
source of goods, must be digtinctive. The requirements for distinctiveness are st out in

ss. 9 and 10 Trade Marks Act 1938. The relevant provisons are:

"9. (1) In order for atrade mark ( other than a certification trade mark) to be registrablein
Part A of theregider, it must contain or congst of &t least one of the following essentid
particulars:

(8 the name of a company, individud, or firm, represented in aspecid or particular
manner;

(b) the signature of the applicant for registration or some predecessor in his business,

(¢) aninvented word or invented words,

(d) aword or words having no direct reference to the character or quality of the goods,
and not being according to its ordinary signification a geographica name or a surname;

(e) any other digtinctive mark, but aname, sgnature, or word or words, other than such as
fal within the descriptions of the foregoing paragraphs (a), (b), (c) and (d), shdl not be
registrable under the provisons of this paragraph except upon evidence of its



digtinctiveness.

(2) For the purposes of this section "distinctive" means adapted, in relation to the goods
in respect of which atrade mark is registered or proposed to be registered, to distinguish
goods with which the proprietor of the trade mark is or may be connected in the course of
trade from goods in the case of which no such connection subsists, ether generdly or,
where the trade mark is registered or proposed to be registered subject to limitations, in
relaion to use within the extent of the regidration.

(3) In determining whether atrade mark is adapted to distinguish as aforesaid the tribunal
may have regard to the extent to which - (@) the trade mark isinherently adapted to
distinguish as aforesaid; and (b) by reason of the use of the trade mark or of any other
circumstances, the trade mark is in fact adapted to distinguish as aforesaid.

10. (1) In order for atrade mark to be registrable in Part B of the register it must be
capable, in relationto the goods in respect of which it is registered or proposed to be
registered, of distinguishing goods with which the proprietor of the trade mark is or may
be connected in the course of trade from goods in the case of which no such connection
subsigts, either generdly or, where the trade mark is registered or proposed to be
registered subject to limitations, in reation to use within the extent of the regigtration.

(2) In determining whether atrade mark is capable of distinguishing as aforesaid the
tribunal may have regard to the extent to which -

(a) the trade mark is inherently cgpable of digtinguishing as aforesaid; and

(b) by reason of the use of the trade mark or of any other circumstances, the trade mark is
in fact cgpable of distinguishing as aforesaid.”

Each of these provisonsis encrusted with the authority of decided cases. Most of the
cases areilludtrative of the gpplication of the statutory provisions and do not require
gpecific consderation. But it is necessary to refer to afew of them for the propositions
they establish or the light they throw on the statutory provisons. It is clear from the
decision of this court in Re Fanfold (1928) 45 RPC 325 that in the case of an gpplication
for regigration in Part A amark which comes within any of sub-paragraphs ( @) to (d) of
S. 9 (1) mugt be didtinctive

"s0 that there may be an indication that the goods on which the mark is put are the goods
of the proprietor, and the distinction must be one which is adapted to distinguish those
goods of the proprietor for the purpose of enabling the definition of atrade mark to be
fulfilled."

Thus amark which satisfies the provisons of any of subparagraphs () to (d) may, no
doubt, be treated as primafacie distinctive, but if itsregistration is opposed such
satisfaction may not be sufficient. The classic expodtion of the requisite diginctivenessis
contained in the speech of Lord Parker in The Regidtrar of Trade Marksv W & aDu Cros
Ltd [1913] AC 624. The applicants sought to register two marks "W & &' in ordinary
block letters and the other congisting of the same letters and hieroglyph but in arunning
hand with adigtorted tall to the "d'". The applicants sought to register them in connection
with their taxi business. The House of Lords held that they were not distinctive and,
therefore, not registrable. In the course of his speech (p.634) Lord Parker said:



"“In my opinion, in order to determine whether amark is digtinctive it must be consdered
quite gpart from the effects of regigtration. The question, therefore, is whether the mark
itsdlf, if used as atrade mark, islikely to become actudly distinctive of the goods of the
person so using it. The goplicant for registration in effect says, "'l intend to use this mark
asatrade mark, i.e., for the purpose of distinguishing my goods from the goods of other
persons’, and the Regigtrar or the Court has to determine before the mark be admitted to
registration whether it is of such akind that the applicant, quite apart from the effects of
regigtration, islikely or unlikely to attain the object he hasin view. The gpplicant's

chance of successin this respect mugt, | think, largely depend upon whether other traders
arelikely, in the ordinary course of their business and without any improper motive, to
desire to use the same mark, or some mark nearly resembling it, upon or in connection
with their own goods. It is gpparent from the history of trade marksin this country that
both the Legidature and the Courts have aways shown anaturd disinclination to alow
any person to obtain by regigtration under the Trade Marks Acts amonopoly in what
others may legitimately desire to use. For example, names (unless represented in some
gpecial manner) and descriptive words have never been recognised as appropriate for use
astrade marks. It istrue that they became registrable for the first time under the Act of
1905, but only if digtinctive, and they cannot be deemed distinctive without an order of
the Board of Trade or the Court. This restriction does not apply to marks conssting of a
letter or combination of letters, but before such amark be accepted the Registrar of the
Court hasto be satisfied that it is adapted to distinguish the goods of the applicants from
those of others. It need not necessarily be so adapted, and whether it isor isnot so
adapted appears to depend largely on whether other traders are or are not likely to desire
in the ordinary course of their business to make use in connection with their goods of the
particular letter or letters condtituting the mark.”

In'Y orkshire Copper Works Ltd's Application (1953) 71 RPC 150 Lord Simonds LC
pointed out (p. 154) that

"...paradoxically perhaps, the more apt aword is to describe the goods of a manufacturer,
the less gpt it isto digtinguish them: for aword that is apt to describe the goods of A, is
likely to be gpt to describe the smilar goods of B ."

In the same case (p.155) Lord Asquith of Bishopstone observed that

"Didinctivenessis defined in subsection (2) as meaning some quadlity in the trade mark

(if I may pargphrase) which earmarks the goods so marked as distinct from those of other
producers of such goods. It is not enough that it should earmark the goods as complying
with a particular description, or as originaing from a particular geographical area, or
having clamsto a particular excellence.”

In hiswritten argument counsdl for EPEI helpfully analysed the many reported casesin
which amark has been found not to be distinctive into five classes, namely, geographica
names, laudatory or descriptive words, smple initids, depictions of the goods themsdves
and/or common surnames and indicia from alimited stock available to the trade. Such
categories are not, of course, closed. The question in each case must remain whether the



mark satisfies the gatutory provisonsto which | have referred asilluminated by the
judicid pronouncements which | have mentioned.

The Signature Mark

| consder first the Signature Mark. EPEI contend that it comes within subparagraph (b)
of s. 9( 1) asthe signature of Elvis Predey, the predecessor in the business of EPEI. Mr
Shaw did not dispute that Elvis Predey was such a predecessor; but he did dispute that
the mark for which regigtration was sought was the signature of Elvis Predey. He put
forward no affirmative case that it was not but contended that EPEI, on whom the onus
lay, had not proved the authenticity of the signature. | approach such a contention with
some scepticism. Why should EPEI want to register a Signature which was not that of
Elvis Predey? If Mr Shaw has no affirmative case to advance is his point any more than
the last ditch defence of one who in truth has none? But the conduct of the application by
EPEI islittle short of remarkable. | must describe it in order to explain my conclusion.
The application, no.1371624, was submitted on the normal form on 26th J anuary 1989
for regidration of the sgnature mark in Part A.

The application was advertised in the Trade Mark Journa on 6th March 1991. On 18th
June 1991 Mr Shaw gave nhotice of his opposition contending, amongst other things, that
the mark was not distinctive. In their counterstatement filed on 1t November 1991 EPEI

dlleged that

"The mark isthe Sgnature of ElvisA. Predey and fully satisfies the didtinctiveness and
other requirements of the Act,”

At the hearing before the Registrar no evidence of authenticity was adduced by EPEI. Mr
Shaw, who appeared in person, was understood by the Registrar to be pointing out only
that the Signature was not like any of those gppearing in the copious exhibits. On apped
to the High Court one of Mr Shaw's grounds of apped was that there was no evidence
before the Regidrar that the Sgnature comprising the mark wasthat of Elvis Predey. At
the hearing before Laddie J EPEI sought leave to adduce in evidence an affidavit sworn
on 13th August 1984 by a public accountant and executor of Elvis Predey which, it was
clamed, would establish the authenticity of the Sgnature. The gpplication was refused by
Laddie Jbut he did not in his judgement reach any clear conclusion on the issue of
authenticity. By his respondent’s notice served on 4th June 1997 Mr Shaw indicated that
he would, if necessary, contend that the gpplication in respect of the signature mark
should be rgjected on the ground that there was no evidence that the Sgnature was that of
Elvis Predey. Though an gpplication for leave to adduce further evidence was made by
EPEI on 18th January 1999 it did not encompass the affidavit of the public accountant. It
was in those circumstances that, after some pressure from the court, counsdl of EPEI
applied to amend his gpplication S0 asto seek leave to adduce the affidavit he sought to
rely on. We refused that application on the ground that it wastoo late. Counsdl indicated
that in those circumstances he would rely on the evidence aready before the court and on
the presumption of regularity expressed in the maxim omnia praesumuntur rite esse acta
The first piece of evidence he seeksto rely on is the statutory declaration of Mr Jack



Soden made on 21st November 1994. He stated that he had been connected with EPEI
sgnce 1982 and is now its chief executive officer and in paragraph 3 continued:

"The Applicant has, snce 1982, carried on a substantial business, based &t its

home location in Memphis, Tennessee, USA, which has at dl timesincluded awide
range of products, including the goods for which regidration is sought by the present
Applications and by other Applications. Prior to 1982, as early as 1956-57, Elvis Predey
himsdf, doing business as Elvis Predey Enterprises, Inc., and from 1977 to 1982, the
Edate of Elvis Predey, sold and licensed othersto sdll on his and its behdf, such goods
bearing the trademark ELVIS, ELVIS PRESLEY and the signatures Elvis Predey and
BlvisA. Predey. These products are, in some instances, souvenirs or memorabilia of
Elvis Predey, and in some other instances, commercia consumer items which were sold
and continue to be sold under the trademarks Elvis Predey sgnature and the Elvis A.
Predley sgnature, the subject of the present Application, aswell asELVISand ELVIS
PRESLEY."

Mr Soden then exhibited alarge number of documents not one of which indicated the use
of the Sgnature Mark.

In addition counsd for EPEI relied on the fact, of which he informed us on ingtructions,
without objection from counsel for Mr Shaw, that the Signature Mark had been
previousy accepted for registration in respect of goods in classes 21 (household goods),
25 (clothing) and 26 (lace and embroidery).

For my part | do not accept that the authenticity of the signature has been established on
the balance of probability .I do not think that the evidence of Mr Soden is of any vauein
that respect. He did not join EPEI until five years after the death of Elvis Predey. He
does not depose to any familiarity with his sgnature and, most significantly, none of the
many documents exhibited by him and which bear a Sgnature shows a Sgnature in the
form for which registration of the mark is sought. The difference lies not merely in the
variationsin the script, which may occur with al signatures, but in the fact that thereis
no evidence of any dgnature with theinitid "A" interposed between the Chrigtian name
and surname.

With regard to the registration in respect of classes 21, 25 and 26 no certified copy of the
registration has been produced. Accordingly s.1(8) Trade Marks Act 1938 does not apply.
No doubt the fact of such entry may be proved by other means. But in the face of the

clear contention that there was insufficient evidence counsd's Satement on ingructionsis
not, in my view, sufficient because in the absence of admisson by counsd for the other
gdeitisnot evidence at dl. | did not then and do not now regard the courtesy shown by
counsel for Mr Shaw towards his opponent and the court as amounting to such an
admission and the effective abandonment of his client's case in this respect.

Thus EPEI rdlies on the presumption of regularity aone. In my view that is not enough.
The onus was on EPEI to prove the affirmative case it put forward in its counter-
gtatement. It has produced no evidence a dl in support of it. Before us, unlike the
position before Laddie J, counsd for EPEI accepted that if he failed to establish the



authenticity of the Sgnature then his gpped in respect of the Signature Mark mugt fail for
there is no evidence of its use sufficient to satisfy the requirements of s. 9 (1)(e). In those
circumstances | would dismiss the apped in respect of the Signature Mark. If, contrary to
my view, the signature mark is authentic then the issue of digtinctiveness arises. Prima
facie an authentic Sgnature is distinctive of the individua who sgned. per Tomlin Jin Re
Fanfold's Application (1928) 45 RPC 199, 203. But it does nat, | think, follow that the
sgnatureis on that account ditinctive of the goods as denoting the necessary connection
between the goods and the proprietor of the mark. In my view, there is no distinction to
be drawn in this respect between the signature mark and the marks ELVIS or ELVIS
PRESLEY.

ELVIS

EPEI clamsthat this mark comes within s.9(1)(d) as being () aword, (b) having no
direct reference to the character..of the goods and (c) not being a surname. It is not
disputed that (a) and (c) are satisfied. Counsel for Mr Shaw submitsthat (b) isnot. In my
view it is necessary in applying (b) to keep in mind that part of the definition of trade
mark which requires that the mark is cgpable of indicating the connection in the course of
trade between the goods and EPEI. The argument on thisissue ranged far and wide and
has been dedt with in detail by Robert Walker LJ. | can state my conclusions more
shortly.

In"TARZAN" Trade Mark [ 1970] RPC 450 the Court of Appeal considered an
goplication to register the mark TARZAN in respect, not only of films and tapes, but also
of games, toys, playthings and gymnastics and sporting articles. One of the contentions of
the applicant was that the mark came within s.9(1)(d). That contention was rgjected on
the ground that Tarzan necessarily referred to the character of the goods. As Salmon LJ
put it aTARZAN film can only be areference to the subject matter or character of the
film. Only Edmund-Davies LJ referred expresdy to the application in repect of the
games etc. In that connection he sad

Here again, the affidavit of Mr .Weintraub has a bearing, referring asit does to
"merchandise centred on thefictiona character "Tarzan". In the light of this, | consder

that the learned judge was probably entitled to conclude, as he did, that the articles
covered by the class 28 application were "dl presumably intended to portray or relate to
the character Tarzan in oneway or another.” That being so, it was open to him to proceed
to hold that " the word TARZAN has a very digtinct reference to the character and quality
of the goods in classes 9 and 28 in which it is now sought to be registered'.

| agree with counsd for Mr Shaw that that case isindigtinguishable from this. It istrue
that the goods in respect of which regigration is sought, for instance sogp, are consumer
items. To market those goods under the mark ELVIS would obvioudy seek to turn to
account the name and memory of Elvis Predey; but it would seek to do so as decriptive
of apopular hero not as digtinctive of the connection between the soap and EPEI asthe
proprietor of the mark. The soap would be sold as Elvis soap. The character of the soap
would be Elvis sogp. To my mind it is clear that the mark could not come withins. 9( 1 )(



d) for it would be a direct reference to the character of the soap. In this connection
counsel for EPEI submitted that Laddie J was wrong to have rejected the practice of the
Regidtrar not to register Chrigtian names if gppropriate to afemale but to do so if
appropriate to amale. F or my part | see no reason to come to any concluded view on this
point. But | consder that there is force in the reasons why the judge rgjected the
digtinction. In his oral argument counsdl for EPEI observed that the judge had not dedlt
with the submission that EL VIS came within s.9(1)(d) but considered only s.9(1)(e). He
contended that as there had been no evidence to satisfy the provisions of the latter
paragraph the judge must have decided that the mark came within the former. | have
concluded that the mark does not come within sub-paragraph (d). The consequence, as
gpparently accepted by counsel for EPEI, must be that the mark does not come within (e
) either and the apped should be dismissed with regard to this mark aso.

ELVISPRES EY

Asthis mark included a surname the norma practice of the Regigtrar, which is not
chalenged, was to give the applicant the choice, if the other conditions were satisfied, of
regidration in Part A with adisclamer of any exclusive right to use the surname or
registration in Part B. EPEI chose regidration in Part B. Thus the question of
registrability fell to be determined in accordance with s.10 rather than s.9. Theissueis
whether this mark is"cgpable of distinguishing the goods with which the proprietor of the
trade mark is or may be connected in the course of trade from goods in the case of which
no such no such connection subsigts...”. In deciding that issue one must have regard to
both inherent and factua capability to digtinguish. Some degree of both inherent and
factua capability must be shown. Y orkshire Copper Works Application (1953) 71 RPC
150.

For EPEI it was submitted that, subject to the effect of the fame of Elvis Predey, the
answer was in the affmnative. In asustained criticism of the judge's conclusion counsdl

for EPEI submitted that the fame of Elvis Predey in fact confirmed the conclusion

because of the effect of what has now come to be known as "character merchandising'.
That activity is one in which anotable public figure lends his name to a particular product

or range of products o as, gpparently, to endorse that product. The consequence relied on
is that the consumer comes to regard goods bearing that name as having the approbation

of or licence from hisor her "idol". EPEI rdlied on anumber of reported cases so asto
suggest that over the last 20 years the court has come to conclude, without the need for
affirmative evidence on the point, that such endorsement does distinguish the goods he or
she endorses from those he or she does not. Robert Walker LJ has considered those cases
in detail and it is unnecessary for me to repest the exercise.

| do not accept that submission. Firgt, the judge concluded that there was no evidence of
use by EPEI of ELVIS PRESLEY in the United Kingdom. Thereis no apped from that
conclusion. Second, Mr Shaw has sold in the United Kingdom quantities of his products
by reference to Elvis, which, the public would generdly appreciate, was areference to
Elvis Predey. For example his brand of sogp was cdled Elvis Soap because it. was
impregnated with an "image [of Elviswhich] remainsright to the end". It is not suggested



that Mr Shaw has ever claimed any connection with EPEI. Third, the fame of Elvis
Predey was as asinger. He was not a producer of soap. There is no reason why he or any
organisation of his should be concerned with toiletries so asto give rise to some

perceived connection between his name and the product. In these circumstances | do not
accept without evidence to that effect that the mark ELVIS PRESLEY would connote to
anyone a connection between EPEI and Elvis sogp s0 as to digtinguish their sogp from
that of Mr Shaw's soap.

Counsel for EPEI forcefully contended that such a conclusion would leave the door wide
open to unscrupulous traders seeking to cash in on the reputations of others. Thisistrue
if, but only if, the mark has become so much a part of the language as to be descriptive of
the goods rather than distinctive of their source. But in that event | can see no objection to
any trader being entitled to use the description. In the field of memorabilia, which |
consder includes consumer items bearing the name or likeness of afamousfigure, it

must be for that person to ensure by whatever means may be open to him or her that the
public associate his or her name with the source of the goods. In the absence of evidence
of such association in my view the court should be very dow to infer it.

For dl these reasons | consider that the judge was right to regject each of the three marks
on the ground of lack of digtinctiveness. In those circumstances the question of confusion
does not arise. But in view of the full argument we heard and the possibility thet this case
may go further | should dedl, briefly, with the question of confusion.

Likdihood of confusion

The relevant provisions are contained in sections 11 and 12 of the Trade Marks Act 1938.
So far as materid they provide Prohibition of regigtration of deceptive, etc., matter

11. It shall not be lawful to register as atrade mark or part of atrade mark any matter the
use of which would by reason of its being likely to deceive or cause confusion or
otherwise, be disentitled to protection in a court of justice, or would be contrary to law or
mordity , or any scandaous design.

Prohibition of registration of identical and resembling trade marks

12. (1) Subject to the provisions of subsection (2) of this section, no trade mark shall be
registered in respect of any goods or description of goods thet isidentical with or nearly
resembles a mark belonging to a different proprietor and aready on the register in respect
of -

(&) the same goods,

(b) the same description of goods, or

(c) services or adescription of services which are associated with those goods or goods of
that description.

(2) In case of honest concurrent use, or of other specia circumstances which in the
opinion of the Court or the Registrar make it proper so to do, the Court or the Registrar



may permit the regigtration by more than one proprietor in respect of -

(&) the same goods,

(b) the same description of goods or

( ©) goods and services or description of goods and services which are associated with
each other, of marks that are identica or nearly resemble each other, subject to such
conditions and limitations, if any, asthe Court or Regidtrar, as the case may be, may think
it right to impose.

Section 68 provides:

(2B) Referencesin this Act to a near resemblance of marks are referencesto a
resemblance so near asto be likely to deceive or cause confuson.

The question under s.11 is whether if the Sgnature mark or the marks ELVIS or ELVIS
PRESLEY were registered their repective use would be likely to cause deception or
confusion. In gpproaching this question | have to assume that such marks are didtinctive
in atrade mark sense. But in that event | do not understand how the use of such marks
could fal to cause confusion given, for example, Mr Shaw's trade in Elvis soap. cf
Tavemer Rutledge Ltd v Trexapam Ltd [1975] FSR 479. Inthe case of s.12 it is
necessary to compare mark for mark, that isto say ELVISLY Y OURS with the Sgnature
mark and with ELVIS and ELVISPRESLEY. It is as0 necessary to consider notiona
fair use by each protagonist. Although the goods in respect of which ELVISLY YOURS
isregistered are limited to those "relaing to the late Elvis Predey” that more limited class
of goodsisincluded in the wider class for which EPEI seeks regigration. Thusal four
marks relate to the same goods.

Do the marks for which EPEI seeks regigtration so resemble ELVISLY YOURS asto be
likely to deceive or cause confuson? Againif it isto be assumed that the marks for

which EPEI contends are distinctive in atrade mark sense the answer isin the

affirmative. Findly counsd for EPEI contended thet if 5.12 were otherwise gpplicable
then concurrent use should be permitted pursuant to 5.12(2). | have difficulty in seeing
how that subsection can be gpplied if thereisalikelihood of deception or confusion so as
to satisfy 5.11. In my view that is sufficient to exclude 5.12(2).

Conclusion
For dl these reasons | would dismiss this appedl.
Lord Justice Smon Brown

| agree with Lord Justice Robert Waker's judgement on dl points (and dso with Lord
Justice Morritt's judgement save only insofar as he would find in the respondent's favour
on the issue of the authenticity of the signature) and wish to add afew thoughts of my
own only because of the obvious importance and interest of the case. My Lords
judgements so comprehensively set out the relevant facts, law and argument that my own
can be very short. It isdirected only to the proposed marks 'Elvis and 'Elvis Predey’, not



to the Sgnature and only to the issue of digtinctiveness. Laddie J found against

Enterprises on the names Elvis and Elvis Predey essentidly on the footing that they lack
any sufficient inherent distinctiveness in the trade mark sense. The whole point of atrade
mark isto distinguish the proprietor's goods from similar goods marketed by competitors.
These names, the Judge concluded, ditinctive though undoubtedly they are by their
universal association with the late great celebrity , would as registered trade marks serve
to distinguish not the producers but rather the product: they would describe the essentid
nature of the goods being traded (Elvis Predey memorabiliain the widest sense) but say
nothing asto tharr trade origins.

Mr Peter Prescott QC for Enterprises expresses forensic outrage a such a conclusion. It
cannot be right, he submits, that the more famous the celebrity, the more difficult it
becomesto register his name as a trade mark. Rather, he argues, the general public will
nowadays assume that the commercia explaitation of his name has the endorsement (i.e.
the licence and gpprova) of the celebrity himsdf (or, after his deeth, of those lawfully
succeeding to hisrights). That is true equally of rea people as of invented characters.
What was said by Sir Nicolas Browne- Wilkinson VC in Mirage Studios v Counter Feat
Clothing [1991] FSR 145 about Teenage Mutant Ninja Turtles, he submits, gppliesaso
to the character Elvis Predey. If objection be taken that registration would confer upon
the appelants "amonopoly in what other traders may legitimately desreto use' -see
Lord Parker's classic statement of the law in Registrar of Trade Marksv W & O du Cros
Limited [1913] AC 624, 635 -Mr Prescott's answer isthat any desire in other tradersto
exploit the name Elvis Predey is not legitimate but illegitimate: it would be intringcaly
wrong for other traders to benefit from the prestige given to the name by the celebrity
himsdf.

It is one thing to exclude from regigtration geographica names (like "Glastonbury” and
"Yorkshire"), ampleinitids (like"W & O"), descriptive words (like "Electrix"),

laudatory words (like "Perfection™), and commonplace descriptive indicia (like "pae
green” for pharmaceutica tablets or "Joy" for perfumes); quite another to forbid the
registration of a celebrity , sown name lest others may wish themselves to benefit from
its acquired significance and attraction. There are thus two central strandsto the
gppdlant's argument: one that the public's awareness of merchandising practices means
that they will always assume that products of famous persondities or fictitious characters
come from a particular "genuing" source, namely the person himself or his estate or
someone granted the relevant rights (and in the case of fictitious characters the creator or
his successors); the other that it would be wrong to deny registration of a celebrity's name
by reference to Lord Parker'stest inthe W & O case -that the rights should "largdy
depend on whether other traders are likely, in the ordinary course of their business and
without any improper motive, to desire to use the same mark. ..in connection with their
owngoods' - because, athough other traders doubtless want to use Elvis Predey's
name(s) to market their own goods, their motive for doing so would be improper: it
would be to exploit acommercia vaue in the name that properly belongs only to the
character and his successors. This, it will readily be perceived, is a very wide argument
indeed.



It gpplies virtudly irrespective of the nature of the products to be marketed (exceptions
being made only for non-consumable souvenirs and biographica materid), irrespective
of when regidration is applied for (unless only it is sought for truly higtorical characters),
irrespective of whether it is sought by the personality himself or by hislegd successors,
and irrespective of what if any trading in the relevant products has previoudy been
effected either by whoever seeks registration or by competing traders. If, of course, it is
sound, then it will greatly enhance the role played by trade mark regidtration in the
promotion and protection of character merchandisng. But its difficulty isthat both its
limbs depend ultimately upon the generd proposition that character merchandising is
dready established and accepted in the public mind as properly the exclusive preserve of
the character hmsdlf, and that, to my mind, represents an atogether too smplitic view
of the effect of the many authoritiesin thisfield and discounts utterly the well-established
principle that al these cases ultimatdly must turn upon their own facts.

Pre-eminert amongst the facts here are, fird, that there is no connection whatsoever
between the class of products in question (toiletries) and the things for which Elvis
Predey was and remains famous ( thisis as far as could be from a case, such aswas
instanced in the course of argument, of athird party seeking, for example, to market
Geoffrey Boycott cricket bats ); second, that such marketing of this class of products as
has taken place in the UK since Elvis Predey’ s death has been effected not by
Enterprises but rather by the respondent himself (who, moreover, so far from claming
any endorsement for his products from Enterprises has on the contrary made plain his
differences with them); and third, that the Elvis Predey legend is such as would
inevitably attract awide demand for memorabilia, little of which (at any rate (a) in the
United Kingdom, and (b) following his death) would the generd public suppose to be
officidly licensed and approved.

On andysis, asit seemsto me, dl the English cases uponwhich Enterprises seeksto rely
(Mirage Studios not least) can be seen to have turned essentially upon the need to protect
copyright or to prevent passing off (or libel). None creates the broad right for which in
effect Mr Prescott contends here, a free standing generd right to character exploitation
enjoyable exclusively by the celebrity. As Robert Walker LJ has explained, just such a
right, anew "character right" to fill a perceived gap between the law of copyright ( there
being no copyright in aname) and the law of passing off was considered and regjected by
the Whitford Committee in 1977. Thirty years earlier, indeed, when it was contended for
asacorollary of passing off law, it had been rgected in McCulloch v May [1947] 2 AER
845. | would continue to regject it. In addressing the critica issue of digtinctiveness there
should be no a priori assumption that only a celebrity or his successors may ever market (
or licence the marketing of) his own character. Monopolies should not be so readily
created.




